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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 08 April 2011 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) 5-42 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^3 Claim(s) M is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|E|AII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Application Status 

1. This office action is in response to the amendment, filed 8 April 201 1. 

2. Claims 1-4 are under consideration. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Kobayashi et 
aL, US 2003/0168656, with further evidence provided by Kreuder et al., US 6,329,082. 

Kobayashi teaches: 
As to claims 1, 2, 3: 
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Paragraphs r00061-r00071, formula 1 , teach a polymer comprising a repeating unit of 
formula 1, shown below. 



Paragraph r00091 , teach groups for A 1 of formula (1). The groups include ^ * . 
Paragraphs TOO 101 -TOO 121 , teach the substituents of R of formula (1). The substituents 
include alkyl, alkoxy, aryl and heteroaryl groups. 

Paragraphs r00131-r00381 . teach substituents for R 1 , R 2 , R 3 , R 4 , R 5 and R 6 of formula (1). 
The substituents include fluorine and fluorinated alkyl and aryl groups recited in 
paragraphs [0015], [0016] and [0022] respectively opposite the teaching of preferred 
electron withdrawing groups of page 6, lines 1-2, of the instant specification. 
Paragraph r00451 , provides exemplified repeat units of formula (1). Exemplified groups 
for R include aryl, alkyl, alkoxy and heteroaromatic groups. Exemplified groups at the 3 
and 6 positions of the dibenzosilole ring include fluorine, alkyl, alkoxy and 
heteroaromatic groups. 



Paragraph r00501, formula 7 , teaches the polymer comprising the repeat unit of formula 
(1) can be a co-polymer. Formula (7) is reproduced below. 



Paragraph r0051] , teaches Ar 6 of formula (7) can be an aryl or heteroaromatic group, 
which can be further substituted. 




As to claim 4: 
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Paragraphs |"00541 and |"00621 , provide examples of aryl and heteroaromatic groups for 
Ar 6 of formula (7). 
Kreuder as further evidence: 

Kreuder is added as further evidence that Kobayashi contains an enabled disclosure. 
Column 22, lines 31-41 , teach bis(bibenzyl-2,2'-diyl) silane which is brominated in 
solution by treatment with with N-bromosuccinimide. The brominated compound was 
isolated prior to further reaction. Bis(bibenzyl-2,2'-diyl) silane is shown below. 



5. Claims 1-4 are rejected under 35 U.S.C. 102(e) as being anticipated by Roberts et 
al., US 2004/0062930, with further evidence provided by Kreuder et al., US 6,329,082. 

Roberts teaches: 
As to claims 1, 2, 3: 

Paragraphs r00071-r00101, formulae I, II and III , teach an electroactive polymer of 
formula I. 

Paragraph |"00651 , teaches exemplified groups for Ar 1 of formula I. The group can be a 
dibenzosilole group, shown below. 
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Paragraph [0065], additionally describes the substituents represented by R 3 include 
hydrogen, alkyl, aryl, and heteroaryl. Paragraph [0065], also further teaches R y can be 
fluoro, fluoroalkyl, perfluoroalkyl, alkyl, aiyl and heteroaryl. 
As to claim 4: 

Paragraphs r00801-r00891. formulae VI, VII, VIII , teach the electroactive polymer of 
formula I can be a co-polymer. Paragraphs [0083] and [0087] provide exemplified co- 
polymeric groups for Ar 3 and Ar 4 of formulae VI, VII and VIII. 
Kreuder as further evidence: 

Kreuder is added as further evidence that Roberts contains an enabled disclosure. 
Column 20, lines 43-52, example 1 , teach the preparation of 2,2'-dilithiobiphenyl as a 
precursor to forming a dibenzosilole derivative. 

Column 22, lines 7-30, example 6 , teach the introduction of Si atoms to form a 
dibenzosilole derivative. 

Column 22, lines 31-41, example 7 , teach bis(bibenzyl-2,2'-diyl) silane which is 
brominated in solution by treatment with with N-bromosuccinimide. The brominated 
compound was isolated prior to further reaction. Bis(bibenzyl-2,2'-diyl) silane is shown 
below. 
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Response to Arguments 
6. Applicant's arguments have been fully considered but they are not persuasive. 

Applicant argues opposite the rejection over Kobayashi that Kobayashi does not enable 
one of ordinary skill in the art to make and use dibenzosilole polymers within the scope of the 
instant claims. Applicant submits a declaration in support of the argument. The declaration 
asserts that the reaction scheme proposed by Kobayashi cannot be used to produce a dihalo- 
substituted dibenzosilole monomer having substituents within the scope of the instant claims. 

Kobayashi provides an example in which a dibenzosilole compound which has 3,6- 

dialkoxy substituents is brominated with N-bromosuccinimide in paragraph [0269], example 10. 

Kobayashi asserts the method can be used for dibenzosilole compounds having the substituents 

as contemplated by applicant. 

MPEP 2101.01 (I): 

It is possible to make a 55 U.5.C. 105 rejects even if the refereisce does sot itself 
escl >^ - o! ore nary skifi how to prsc e lise iaveniio e how to make oi use the 
article disclosed. If die reference teaches even' chins <i element of the article, secondary 
euewle! n i tc lie possess! 

the method of making atk'or using' In re Donahue, 166 F.2d at 533." 226 USPQ at 62 1 . 

Kreuder has been added to the rejection over Kobayashi to provide a showing that the 

public was in possession of the method of making dihalo-substituted dibenzosilole compounds 

having the substituents as contemplated by applicant. The reference also teaches that the method 

taught by Kobayashi would successfully result in the production of dihalo-substituted 
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dibenzosilole compounds having the substituents as contemplated by applicant as taught by 
Kobayashi. Thus, Kobayashi provides an enabling disclosure to one of ordinary skill in the art. 

Applicant argues opposite the rejection over Roberts that Roberts does not enable one of 

ordinary skill in the art to make and use dibenzosilole polymers within the scope of the instant 

claims. Applicant submits a declaration in support of the argument. The declaration asserts that 

the reaction scheme proposed by Roberts does not enable one of ordinary skill in the art to 

introduce Si atoms into compounds of Roberts in order to synthesize the dibenzosilole 

compounds / polymers of formulae XXXIV and LIV of Roberts. 

MPEP 2101.01 (I): 

It s possible to make a 35 U.S.C. 102 rejection eveti ii 1 i ■ iocs no; itself 
teach one > e die invention, i.e hov. o make or use the 
article disclosed. If the reference teaches evety claimed element of rise article, secondary 
evidence s<*.l other pste < > i tiers, can be eked to show pubSe possession of 
the method . - _ I 7 2d +c SPQ at 621 

Kreuder has been added to the rejection over Roberts to provide a showing that the public 
was in possession of the method of making dihalo- substituted dibenzosilole compounds having 
the substituents as contemplated by applicant. 

Additionally, Roberts teaches the polymerization of the monomers by means of the 
Suzuki coupling in paragraph [0110]. 



7 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisoiy action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brett A. Crouse whose telephone number is (571)-272-6494. The 
examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer A. Chriss can be reached on (571)-272-7783. The fax phone number for the 
organization where this application or proceeding is assigned is (571)-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/B. A. CI /Angela Ortiz/ 

Examiner, Art Unit 1786 Supervisory Patent Examiner, Art Unit 1798 



